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DETAILED ACTION 
Election/Restrictions 

1 . Restriction to one of the following inventions is required under 35 U.S.C. 121 : 

I. Claims 83-253, drawn to content storage and playback system with 
routing procedure, classified in class 386, subclass 125. 

II. Claims 254-307, drawn to content handling system with aggregate 
services, classified in class 725, subclass 86. 

III. Claims 308-379, drawn to content handling system with an inventory of 
advertising opportunities, classified in class 725, subclass 32. 

The inventions are distinct, each from the other because of the following reasons: 

Inventions l-lll are related as subcombinations disclosed as usable together in a 
single combination. The subcombinations are distinct from each other if they are shown 
to be separately usable. 

In the instant case, invention group I has separate utility such as providing 
routing for other types of signals in different networks. 

Furthermore, invention group II has separate utility such as providing aggregate 
services in a computer network. 

Lastly, invention group III has separate utility such as providing advertising 
opportunities in a computer network environment. See MPEP § 806.05(d). 

Because these inventions are distinct for the reasons given above and have 
acquired a separate status in the art as shown by their different classification, restriction 
for examination purposes as indicated is proper. 
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During a telephone conversation with J. Robin Rolocheck on January 19, 2005 a 
provisional election was made with traverse to prosecute the invention of Group III, 
claims 308-379. Affirmation of this election must be made by applicant in replying to 
this Office action. Claims 83-307 are withdrawn from further consideration by the 
examiner, 37 CFR 1 .142(b), as being drawn to a non-elected invention. 

Applicant is reminded that upon the cancellation of claims to a non-elected 
invention, the inventorship must be amended in compliance with 37 CFR 1 .48(b) if one 
or more of the currently named inventors is no longer an inventor of at least one claim 
remaining in the application. Any amendment of inventorship must be accompanied by 
a request under 37 CFR 1 .48(b) and by the fee required under 37 CFR 1 .17(i). 

Furthermore, it is noted that applicant filed a second Preliminary Amendment 
after an election was made on January 19, 2004. The second Preliminary Amendment 
canceled claims 1-307, 319-340, and 356-373 and added new claims 380-422. 

Claim Objections 

2. Claim 387 is objected to under 37 CFR 1 .75. Claim 387 recites "the 
advertisements" in line 1. There is insufficient antecedent basis for this limitation in the 
claim. 

Claims 345, 403, and 41 1 are objected to because of the following informalities: 
1 . Claim 345 recites, "intended audience a phone list". The examiner 
recommends --intended audience includes a phone list--. 
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2. Claim 403 recites, "mediating handing of the advertising". The 
examiner recommends -mediating handling of the advertising-. 

3. Claim 41 1 recites, "mediating handing of the advertising". The 
examiner recommends -mediating handling of the advertising-. 

Appropriate correction is required. 

Claim Rejections - 35 USC § 102 

3. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 
A person shall be entitled to a patent unless - 

(e) the invention was described in (1 ) an application for patent, published under section 122(b), by 
another filed in the United States before the invention by the applicant for patent or (2) a patent 
granted on an application for patent by another filed in the United States before the invention by the 
applicant for patent, except that an international application filed under the treaty defined in section 
351(a) shall have the effects for purposes of this subsection of an application filed in the United States 
only if the international application designated the United States and was published under Article 21(2) 
of such treaty in the English language. 

Claims 308-318, 341-343, 347-355, 374-376, 380, 381, 385-390, and 392-413 
rejected under 35 U.S.C. 102(e) as being anticipated by Swix etal. (US006718551B1). 

Regarding claim 308, Swix et al. (Swix) discloses a "content and service handling 
method", where it distributes broadcast streams and pay-per-view movies to a number 
of set-top boxes (STBs) (See Fig. 1; column 4 lines 39-65). The system "maintains an 
inventory of advertising opportunities in content and services" and "binds inventory with 
advertisements", where the system is able to insert advertisements into various 
advertisement slots within menus, broadcast streams, and pay-per-view movies (See 
Fig. 3, 300; Fig. 4, A1, A2, A4; Fig. 5, Ad 1; column 9 lines 17-44). The advertisements 



Application/Control Number: 09/723,385 Page 5 

Art Unit: 2616 

are "bound" according to the customer profile and demographic group or "additional 
information pertaining to binding" (See column 6 lines 8-24). 

Regarding claim 309, the broadcast streams and pay-per-view movies "bounded" 
with advertisements are delivered to the STBs (See Fig. 1). 

Regarding claim 310, the "inventory" is controlled by a media service provider or 
"an entity" (See column 3 line 65 - column 4 line 14). 

Regarding claim 31 1 , the media service provider discussed in claim 310 is also 
considered the "service provider". 

Regarding claim 312, the media service provider discussed in claim 310 is also 
considered a "network affiliate", where inherently the head end is "affiliated" with various 
sources that provides the continuous broadcast programs, pay-per-view movies, and 
advertisements (See column 3 line 65 - column 4 line 14 and column 4 lines 58-65). 

Regarding claim 313, the media service provider discussed in claim 310 is also 
considered a "network provider", wherein the head end provides continuous broadcast 
streams and pay-per-view movies that are inherently from various other sources or 
"networks" as discussed in claim 312. 

Regarding claim 314, the media service provider discussed in claim 310 is also 
considered a "content provider", wherein the head end provides "content" to its viewers. 

Regarding claim 315, the "inventory" is controlled "by a plurality of entities", 
wherein the broadcast stream has predetermined advertisement slots filled in with 
national advertisements by inherently other sources or can be replaced with targeted 
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advertisements by the media service provider operating the head end (See Fig. 5; 
column 13 lines 10-23). 

Regarding claim 316, "different portions of the inventory are controlled by a 
plurality of entities", wherein the broadcast stream discussed in claim 315 have 
predetermined advertisement slots filled in with national advertisements by inherently 
other sources or the media service provider operating the head end can provide 
advertisements within menu screens and with pay-per-view movies (See Figs. 3-5). 

Regarding claim 317, the media service provider operating the head end can 
replace national advertisements within a broadcast stream with targeted advertisements 
or "binding advertisements by an operator on behalf of the plurality of entities" (See Fig. 
5; column 1 2 line 60 - column 1 3 line 23). 

Regarding claim 318, the delivery of pay-per-view movies "is in response to a 
request for content" (See column 12 lines 47-59). 

Regarding claim 341 , the advertisements are classified in demographic groups or 
"have guidance information" (See column 11 lines 23-33). 

Regarding claim 342, the classification of the advertisements discussed in claim 
341 is also considered "advertisement insertion information", wherein it is used to select 
and insert the appropriate advertisements for various customer profiles and 
demographic groups. 

Regarding claim 343, the advertisements discussed in claim 341 are classified in 
demographic groups or "information about an intended audience". 
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Claim 347 contains the limitations of claim 308 (wherein the head end stores 
advertisements (See column 7 lines 19-30)) and is analyzed as previously discussed 
with respect to that claim. 

Claim 348 contains the limitations of claims 309 and 347 (wherein the 
advertisements and contents are delivered to a STB or "terminal device" (See Fig. 1)) 
and is analyzed as previously discussed with respect to those claims. 

Regarding claim 349, the "terminal device" is a STB (See Fig. 1). 

Claim 350 contains the limitations of claims 310 and 347 and is analyzed as 
previously discussed with respect to those claims. 

Regarding claim 351 , the media service provider discussed in claims 310 and 
350 is also considered a "local network operator", wherein the media service provider 
operates the head end that is accessed by the network that is local with respect to the 
STBs (See Fig. 1). 

Claim 352 contains the limitations of claims 312 and 350 and is analyzed as 
previously discussed with respect to those claims. 

Claim 353 contains the limitations of claims 313 and 350 and is analyzed as 
previously discussed with respect to those claims. 

Claim 354 contains the limitations of claims 314 and 350 and is analyzed as 
previously discussed with respect to those claims. 

Claim 355 contains the limitations of claims 315 and 347 and is analyzed as 
previously discussed with respect to those claims. 
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Claim 374 contains the limitations of claims 341 and 347 and is analyzed as 
previously discussed with respect to those claims. 

Claim 375 contains the limitations of claims 342 and 374 and is analyzed as 
previously discussed with respect to those claims. 

Claim 376 contains the limitations of claims 343 and 374 and is analyzed as 
previously discussed with respect to those claims. 

Claim 380 contains the limitations of claim 308 and is analyzed as previously 
discussed with respect to that claim. Wherein the system also performs the "method for 
placement of advertising content or services for presentation". The system "maintains 
an inventory of opportunities" as discussed in claim 308 during delivery of the broadcast 
streams, pay-per-view movies, and menus (See Figs. 3-5). The system also "binds 
advertising to the inventory" according to the customer profile and demographic group 
or "according to one or more of information or instructions... with advertising" (See 
column 6 lines 8-24 and column 1 1 lines 23-33) and then the system places/replaces 
advertisements within the menus, broadcast streams, and pay-per-view movies or 
"composing advertising content associated with the advertising with the content or 
services" (See Figs. 3-5). 

Regarding claim 381 , the broadcast streams and pay-per-view movies are 
delivered to one or more users (See Fig. 1 ). 

Regarding claim 385, the file server within the head end inherently "imports" and 
stores advertisements or "advertising copy" that is classified in certain demographic 
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groups or "data associated with the advertising copy" (See column 7 lines 19-30 and 
column 11 lines 23-33). 

Regarding claim 386, the classification of the advertisements discussed in claim 
385 is also considered "one or more information or instruction", wherein it is used to 
select and insert the appropriate advertisements for various customer profiles and 
demographic groups. 

Regarding claim 387, the advertisements discussed in claims 385 and 386 are 
also considered "advertising copy" and also includes classification under a certain 
demographic group or "one or more information or instruction". 

Regarding claim 388, the broadcast streams, menus, and pay-per-view moves or 
"content or services" have advertisements slots or "ancillary data associated with the 
content or services" (See Fig. 3, 300; Fig. 4, A1, A2, A4; Fig. 5, Ad 1; column 9 lines 17- 
44). 

Regarding claim 389, the advertisement slots discussed in claim 388 show the 
"available advertising times associated with the content or services". 

Regarding claim 390, the advertisement slots are delivered within a broadcast 
stream (See Fig. 5, 500) or "conveyed in-band with its associated content". 

Regarding claim 392, the system also "imports and stores" customer profile data 
that is used to select appropriate advertisements that would appeal to the interest of the 
viewer or "data associated with the advertising for use toassociate advertising content 
with other content' (See column 6 line 60 - column 7 line 42). 
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Regarding claim 393, the customer profile data discussed in claim 392 is used to 
"bind advertising to the inventory" (See column 1 1 lines 23-33). 

Regarding claim 394, the "binding of the advertising to the inventory" is optimized 
by using the customer profile data that includes "information about the content and 
services" and the classification of the advertisements under certain demographic groups 
or "information about available advertising" (See column 1 1 lines 23-33 and lines 59- 
67). 

Regarding claim 395, the advertising is optimized by placing the advertisements 
within the advertisement slots or "advertising placement schedules" (See Fig. 3, 300; 
Fig. 4, A1, A2, A4; Fig. 5, Ad 1; column 9 lines 17-44). 

Regarding claim 396, the "inventory" is also a "dynamically appearing inventory", 
wherein various advertising opportunities appear whenever a view orders a pay-per- 
view movie or various opportunities appear in a broadcast steam (See Figs. 4 and 5; 
column 11 line 59 - column 1 2 line 1 9). 

Regarding claim 397, the pay-per-view movies discussed in claim 396 are 
considered "time-shifted viewing", wherein the viewers order the movies and it delivered 
after it has been ordered. 

Regarding claim 398, the head end dynamically builds a playlist of targeted 
advertisements with the ordered movie or "dynamic binding of the advertising to the 
dynamically appearing inventory before it is consumed" (See Fig. 4; column 12 lines 1- 
19). 
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Regarding claim 399, the "dynamic binding includes binding the advertising just 
in time before the inventory is consumed" (See column 12 lines 47-59). 

Regarding claim 400, the national advertisements within the broadcast stream 
are replaced with targeted advertisements or "replacing advertisements in the content or 
services" (See Fig. 5; column 12 line 60 - column 13 line 23). 

Claim 401 contains the limitations of claims 380 and 400 and is analyzed as 
previously discussed with respect to those claims. 

Regarding claim 402, the head end is controlled by the media service provider 
(See column 4 lines 1-14) that controls the distribution of pay-per-view movies 
inherently from other sources or "originators" (See column 1 1 line 59 - column 12 line 
19) and the contents of the broadcast streams are inherently from other sources or 
"numerous originators" (See Fig. 5; column 13 lines 10-23). 

Regarding claim 403, the media service provider is able to control the advertising 
within pay-per-view movies and menu screen or "includes handling of the advertising 
content and services (See Figs. 3 and 4). 

Regarding claim 404, the media service provider is able to "bind" advertising to 
"opportunities" within the contents of the broadcast stream and to the pay-per-view 
movies, which are inherently from other source or "numerous originators" (See Figs. 4 
and 5). 

Regarding claim 405, the media service provider also "maintains an inventory of 
opportunities in the content or services from the numerous originators", wherein the 
contents of the broadcast stream have predetermined advertisement slots filled in with 
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national advertisements by inherently other sources or "originators" or can be replaced 
with targeted advertisements by the media service provider operating the head end or 
placing advertisements with the pay-per-view movies that are also inherently from other 
sources or "originators" (See Fig. 5; column 13 lines 10-23). 

Claim 406 contains the limitations of claims 380 and 396 and is analyzed as 
previously discussed with respect to those claims. 

Claim 407 contains the limitations of claims 397 and 406 and is analyzed as 
previously discussed with respect to those claims. 

Claim 408 contains the limitations of claims 385, 386, and 406 (wherein the 
advertisements with classification information is also considered "self-guiding 
advertisements" that includes "one or more information or instruction" used for "binding 
the advertisements to the inventory") and is analyzed as previously discussed with 
respect to those claims. 

Claim 409 contains the limitations of claims 385, 386, and 408 (wherein the 
"binding the advertising to the content" uses the customer profiles or "user information" 
to be factored into the "binding decision" (See column 1 1 lines 23-33)) and is analyzed 
as previously discussed with respect to those claims. 

Claim 410 contains the limitations of claims 402 and 406 and is analyzed as 
previously discussed with respect to those claims. 

Claim 41 1 contains the limitations of claims 403 and 41 0 and is analyzed as 
previously discussed with respect to those claims. 
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Claim 412 contains the limitations of claims 404 and 410 and is analyzed as 
previously discussed with respect to those claims. 

Claim 41 3 contains the limitations of claims 405 and 41 0 and is analyzed as 
previously discussed with respect to those claims. 

Claim Rejections - 35 USC § 103 

4. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 

obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 1 02 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

Claims 344 and 377 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Swix et al. (US006718551B1) in view of Coleman (US20020026351 A1). 

Claim 344 contains the limitations of claims 343 and is analyzed as previously 
discussed with respect to that claim. However, Swix does not disclose that the 
information about the intended audience includes a mailing list. 

Coleman discloses a method and system for delivering targeted commercial 
messages. Each commercial message contains selection criteria where it defines what 
groups the commercial is intended for, e.g. people within certain zip codes area or 
"mailing/address list" (See paragraph 0107). Therefore, it would have been obvious to 
one with ordinary skill in the art at the time the invention was made to modify the 
advertisements disclosed by Swix to include zip codes or "mailing/address list" of 
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intended audience, as taught by Coleman, in order to provide a more efficient means of 
targeting advertisements. 

Claim 377 contains the limitations of claims 344 and 376 and is analyzed as 
previously discussed with respect to those claims. 

Claims 345, 346, 378, and 379 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Swix et al. (US006718551B1) in view of Brown et al. 
(US006751299B1). 

Claim 345 contains the limitations of claims 343 and is analyzed as previously 
discussed with respect to that claim. However, Swix does not disclose that the 
information about the intended audience includes a phone list. 

Brown et al. (Brown) also discloses a method for targeting advertisements. 
Brown discloses that the advertisements have profiles that define certain criteria. The 
advertisement profiles define some characteristics of its targeted audience, e.g. area 
code of the audience or "phone list" (See column 9 lines 8-45). Therefore, it would have 
been obvious to one with ordinary skill in the art at the time the invention was made to 
modify the advertisements disclosed by Swix to include area codes or "phone list" of 
intended audience, as taught by Brown, in order to provide a more efficient means of 
targeting advertisements. 

Regarding claim 346, the advertisement profile discussed in claim 345 includes 
"scheduling information" (See Brown column 9 lines 25-30). 
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Claim 378 contains the limitations of claims 345 and 376 and is analyzed as 
previously discussed with respect to those claims. 

Claim 379 contains the limitations of claims 346 and 374 and is analyzed as 
previously discussed with respect to those claims. 

Claims 382-384 and 414-422 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Swix et al. (US006718551B1) in view of Dedrick (US005724521A). 

Claim 382 contains the limitations of claims 380 and is analyzed as previously 
discussed with respect to that claim. However, Swix does not explicitly disclose that the 
advertising content is from an advertiser's network. 

Dedrick discloses a system method for providing advertisements to end users. 
Dedrick discloses a metering server that is able to forward advertisements to the users 
(See Fig. 1). The advertisements are provided by the publisher/advertiser or "importing 
advertising content from an advertiser's network" (See Fig. 1 ; column 3 lines 6-28 and 
column 4 lines 36-48). Therefore, it would have been obvious to one with ordinary skill 
in the art at the time the invention was made to modify the system disclosed by Swix to 
receive or "import" its advertisements from an "advertiser's network", as taught by 
Dedrick, in order to expand the resources available to the system thereby offering a 
wider variety of content/advertisements to the viewers. 

Regarding claim 383, the file server within the head end inherently "imports" and 
stores advertisements that is classified in certain demographic groups or "self-guiding 
advertisements", wherein the classification of the advertisements is also considered 
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"one or more information or instruction" used for "binding the advertisements to the 
inventory" (See Swix column 7 lines 19-30 and column 11 lines 23-33). 

Regarding claim 384, the "binding the advertising to the content" uses the 
customer profiles or "user information" to be factored into the "binding decision" (See 
Swix column 11 lines 23-33). 

Claim 414 contains the limitations of claims 380, 402, and 404 and is analyzed 
as previously discussed with respect to those claims. However, Swix does not disclose 
generating reports related to the use of the advertising for communication to the 
originators. 

Dedrick further discloses that the client system is able to monitor the 
consumption of advertisements by the users and provide this data back to the 
advertisers or "generating reports related to the use of the advertising for 
communication to the originators" (See Dedrick column 9 lines 28-48). Therefore, it 
would have been obvious to one with ordinary skill in the art at the time the invention 
was made to modify the system disclosed by Swix to generating reports related to the 
use of the advertising for communication to the originators, as taught by Dedrick, in 
order to increase the capabilities of the system thereby providing a means for the 
advertiser to see how effective their advertisements are to the viewers. 

Regarding claim 415, the broadcast streams have national advertisements 
included with various programs (See Swix Fig. 5, 500; column 12 line 60 - column 13 
line 23). 
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Claim 416 contains the limitations of claims 382 and 415 and is analyzed as 
previously discussed with respect to those claims. 

Claim 41 7 contains the limitations of claims 382 and 414 and is analyzed as 
previously discussed with respect to those claims. 

Claim 418 contains the limitations of claims 383 and 417 and is analyzed as 
previously discussed with respect to those claims. 

Claim 419 contains the limitations of claims 384 and 418 and is analyzed as 
previously discussed with respect to those claims. 

Claim 420 contains the limitations of claims 396 and 414 and is analyzed as 
previously discussed with respect to those claims. 

Claim 42,1 contains the limitations of claims 397 and 420 and is analyzed as 
previously discussed with respect to those claims. 

Claim 422 contains the limitations of claims 398 and 420 and is analyzed as 
previously discussed with respect to those claims. 

Claim 391 is rejected under 35 U.S.C. 103(a) as being unpatentable over Swix et 
al. (US00671 8551 B1 ) in view of Knee et al. (US 20020095676A1 ). 

Claim 391 contains the limitations of claim 388 and is analyzed as previously 
discussed with respect to those claims. However, Swix does not disclose importing 
ancillary data conveyed out-of-band from its associated content. 

Knee et al. (Knee) discloses a method of delivering advertisement information 
within an interactive television system. Knee discloses that advertisement information is 
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transmitted using various techniques, e.g. over an out-of-band channel (See paragraph 
0023), wherein the advertisements information is considered "ancillary data" that is 
associated with various channels. Therefore, it would have been obvious to one with 
ordinary skill in the art at the time the invention was made to modify the system 
disclosed by Swix to deliver or import ancillary data out-of-band from its associated 
content, as taught by Knee, in order to provide more bandwidth within the in-band 
channels thereby increasing the amount of information that can be carried within the in- 
band channels. 

Conclusion 

5. The prior art made of record and not relied upon is considered pertinent to 
applicant's disclosure. Please take not of McCoy et al. (US006526575B1) for their 
similar method of providing advertising within a distribution system. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Joseph G Ustaris whose telephone number is 703-305- 
0377. The examiner can normally be reached on M-F 7:30-5PM; Alternate Fridays off. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Andrew I Faile can be reached on 703-305-4380. The fax phone number for 
the organization where this application or proceeding is assigned is 703-872-9306. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 
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